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11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonm PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)0 Some * c)0 None of: 

1 .0 Certified copies of the priority documents have been received. 

2.0 Certified copies of the priority documents have been received in Application No. . 

3.0 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office acfion for a list of the certified copies not received. 



Attachment(s) 

1) B Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) O Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) O Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20050527 



Application/Control Number: 09/933,332 Page 2 

Art Unit: 2143 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

2. Claims 1-30 & 36-62 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gudjonsson et al (U.S. 6,564261 Bl). 

3. As per claims 1, 18 & 36 Gudjonsson disclosed a method for sharing contact list 
information between participants of a chat session, comprising: identifying a first contact list 
containing contact information relating to contacts of said first chat session participant and 
identifying a second chat participant having a second contact list containing contact information 
relating to contacts of the second chat participant, said first chat session participant and said 
second session participant participating within a common chat session; providing the second chat 
participant with access to contact information contained within the first contact list and 
providing the first session participant with access to information contained within said second 
contact list (col. 24, lines 32-43, col.25, Unes 6-20, col.27, lines 36-44, col29, lines 64-67 & 
col.30, lines 1-30). 

4. As per claims 2, 17, 20, 37, 52, 55 & 60 Gudjonsson disclosed the method according to 
claim 1, further comprising the steps of: determining whether said first contact list is modifiable 
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by said second chat, session participant; and if said first contact list is modifiable by said second 
chat session participant, permitting the modification of said first contact list by said second chat 
session a participant (col. 25, lines 6-20 col. 26, lines 59-67 & col. 27, lines 1-4). 

5. As per claims 3 & 38 Gudjonsson disclosed the method according to claim 2, wherein 
said modification step comprises the step of adding contact information to said first contact list 
9col.27, lines 36-44). 

6. As per claims 4, 5, 6, 7, 21, 22, 39, 40, 41, 42, 56, 57, 63 & 64 Gudjonsson disclosed the 
GUI according to claim 40, fiarther comprising the step of displaying an icon within a chat 
session interface used by the first chat session participant to indicate whether said second contact 
list is accessible to said first session participant (col. 25, lines 6-20 col. 26, lines 59-67 & coL27, 
lines 1-4 col.30, lines 1-16 & col26, lines 40-58). 

7. As per claims 8 & 43 Gudjonsson disclosed the method according to claim 1, further 
comprising the steps of: identifying a third chat session participant maintaining a third contact 
list containing contact information relating to contacts of said third chat session participant, said 
third chat session participant participating within said common chat session; and providing the 
third session participant with access to the contact information contained within the first contact 
list and the second contact list and providing the first chat session participant and said second 
session participant with access to contact information contained within the third contact list 
(col.4, lines 31-33, col.29, lines 64-67, col.30, lines 1-16 & col.26, lines 40-58). 
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8. As per claims 9 & 44 Gudjonsson disclosed the method according to claim 8, further 
comprising the steps of: : permitting the selection of said displayed icon for said first contact Ust 
and said displayed icon for said second contact list by a third chat session participant having a 
third contact list; comparing said selected first contact list and said selected second contact list to 
said third contact list (col.30, lines 1-16 & col. 26, lines 40-58); and displaying to said third chat 
session participant contacts that are common to said first selected contact list, said second 
selected contact hst, and said third contact list according to results from said comparing step 
(col.30, lines 15-29). 

9. As per claims 10, 24, 26, 27, 45, 59 & 61, 62 Gudjonsson disclosed the method according 
to claim 9, further comprising the steps of: permitting any of said first chat session participant, 
said second chat session participant and said third chat session participant to modify any of said 
first contact list, said second contact list and said third contact list (col.27, lines 36-44) according 
to results from said comparing stepcol,26, lines 37-58); and permitting any of said chat session 
participants associated with said contact list to reject said modification (col.25, lines 6-20). 

10. As per claims 11, 12, 47 & 46 Gudjonsson disclosed the method according to claim 7, 
wherein if said display icon indicates that said first contact list is not modifiable, further 
comprising the step of requesting said first chat session participant to allow said second chat 
session participant to modify said contact hst (col.25, Hnes 21-42). 
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11. As per claims 13-16, 19, 23, 25, 29, 28, 30, 48-51, 53, 54 & 58 Gudjonsson disclosed a 
method for providing contact management to parties engaged in a chat communication session, 
the method comprising: identifying a first contact Ust containing contact information relating to 
contacts of said first chat session participant and identifying a second chat participant having a 
second contact list containing contact information relating to contacts of the second chat 
participant, said first chat session participant and said second session participant participating 
within a common chat session; providing access for said first contact list to a second participant 
to the communication session (col. 26, lines 30-50); identifying similar contacts between contact 
records located in said first contact list and contact records located in said second contact Ust; 
and adding selected dissimilar contact records located in said first contact list to said second 
contact list (col.29, lines 64-67 & col.30, lines 1-30). 



Response to Arguments 

12. Applicant's arguments filed 05/02/2005 have been fially considered but they are not 
persuasive. 

13. When reviewing a reference the applicants should remember that not only the specific 
teachings of a reference but also reasonable inferences which the artisan would have logically 
drawn therefrom may be properly evaluated in formulating a rejection. In re Preda, 401 F. 2d 
825, 159 USPQ 342 (CCPA 1968) and In re Shepard, 319 F. 2d 194, 138 USPQ 148 (CCPA 
1963). Skill in the art is presumed. In re Sovish, 769 F. 2d 738, 226 USPQ 771 (Fed. Cir. 1985). 
Furthermore, artisans must be presumed to know something about the art apart from what the 
references disclose. In re Jacoby, 309 F. 2d 513, 135 USPQ 317 (CCPA 1962). The conclusion 
of obviousness may be made from common knowledge and common sense of a person of 
ordinary skill in the art without any specific hint or suggestion in a particular reference. In re 
Bozek, 416 F.2d 1385, 163 USPQ 545 (CCPA 1969). Every reference relies to some extent on 
knowledge of persons skilled in the art to complement that is disclosed therein. In re Bode, 550 
F. 2d 656, 193 USPQ 12 (CCPA 1977). 
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14. The applicant argued, "Gudjonsson fails to teach that one chat session participant can let 
another chat session participant access his her contact list". 

1 5, As to applicants argument Gudjonsson specifically talks about "Sharing" contacts 
between two users participating in a chat session (col.29, Unes 64-67 & col. 30, lines 1-30) 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Asghar Bilgrami whose telephone number is 571-272-3907. The 
examiner can normally be reached on M-F, 8: 00-5 :00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley can be reached on 571-272-3923. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300, 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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